
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.usplo.gov 



APPLICATION NO. 


FILING DATE | 


FIRST NAMED INVENTOR 


| ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/524,557 


02/14/2005 


Yoshiharu Yabuki 


019519-454 


9111 



21839 7590 12/22/2006 

BUCHANAN, INGERSOLL & ROONEY PC 
POST OFFICE BOX 1404 
ALEXANDRIA, VA 22313-1404 



EXAMINER 



SHAH, MANISH S 



ART UNIT 



PAPER NUMBER 



2853 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 12/22/2006 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Action Summary 



Application No. 

10/524,557 



Examiner 

Manish S. Shah 



Applicant(s) 

YABUKI ET AL 



Art Unit 

2853 



-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1. Claims 1-10 & 12-18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Fujiwara et al. (# WO 02/083795 A2). 

The applied reference has a common Assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131 . 

Fujiwara et al. discloses : 

• An ink for inkjet recording, comprising at least one compound selected from 
azo dyes represented by the formula (1): A-N=N-B wherein A and B each independently 
represents an aromatic group, or a 5- or 6-membered unsaturated heterocyclic group, 
provided that a substituent on each ring of A and B, which is located at a conjugated 
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position with respect to the azo group, satisfies the following conditions (a) to (c): (a) the 
substituent is not a hydroxy! group, (b) when the substituent is an amino group, the 
amino group does not have a hydrogen atom at the a-position, and (c) when the 
substituent is an ether group, the ether group does not have a hydrogen atom at the ex- 
position (page: 16, line: 5-20; page: 142, line: 10-25). 

• The at least one of A and B in the formula (1 ) represents a 5- or 6-membered 
unsaturated heterocyclic group (page: 16, line: 5-20). 

• The azo dye represented by the formula (1) contains an electron-withdrawing 
group (page: 110, line: 1-20; page: 1-25). 

• An ink set for inkjet recording, comprising: a yellow ink containing at least one 
yellow dye; a magenta ink containing at least one magenta dye; and a cyan ink 
containing at least one cyan dye (page: 158, line: 1-25; page: 159, line: 1-10), wherein 
at least one dye of the yellow, magenta and cyan dyes contains an azo dye represented 
by the following formula (1): A-N=N-B wherein A and B each independently represents 
an aromatic group, or a 5- or 6-membered unsaturated heterocyclic group, provided that 
a substituent on each ring of A and B, which is located at a conjugated position with 
respect to the azo group, satisfies the following conditions (a) to (c): (a) the substituent 
is not a hydroxy! group, (b) when the substituent is an amino group, the amino group 
does not have a hydrogen atom at the .alpha.-position, and (c) when the substituent is 
an ether group, the ether group does not have a hydrogen atom at the a.-position 
(page: 16, line: 5-20; page: 142, line: 10-25; page: 143-149). 
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• An ink set for inkjet recording, comprising: a yellow ink containing at least one 
yellow dye; a magenta ink containing at least one magenta dye; a cyan ink containing at 
least one cyan dye; and a black ink containing at least one black dye (page: 158, line: 1- 
25; page: 159, line: 1-10), wherein at least one dye of the yellow, magenta, cyan and 
black dyes contains an azo dye represented by the following formula (1): A-N=N-B 
wherein A and B each independently represents an aromatic group, or a 5- or 6- 
membered unsaturated heterocyclic group, provided that a substituent on each ring of A 
and B, which is located at a conjugated position with respect to the azo group, satisfies 
the following conditions (a) to (c): (a) the substituent is not a hydroxyl group, (b) when 
the substituent is an amino group, the amino group does not have a hydrogen atom at 
the .alpha.-position, and (c) when the substituent is an ether group, the ether group 
does not have a hydrogen atom at the .alpha.-position (page: 16, line: 5-20; page: 142, 
line: 10-25; page: 143-149). 

• An inkjet recording method comprising forming an image using the ink (page: 
159, line: 10-25). 

• An inkjet recording method comprising forming an image using the ink set 
(page: 159, line: 10-25; see Examples). 

• The inkjet recording method as claimed in claim 13, which comprises forming 
an image on an image-receiving material comprising a support having thereon an 
image-receiving layer containing a white inorganic pigment particle (page: 161, line: 10- 
25; page: 159, line: 10-25; page: 17, line: 10-25). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fujiwara 
et al. (# WO 02/083795) in view of Yamanouchi et al. (# US 200201 07301 ). 

The applied reference has a common Assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 
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3. Fujiwara et al. discloses all the limitation of the ink set except that the cyan dye 
represented by following formula: 




wherein X1 1 to X14 each independently represents an electron-withdrawing 
group having a .sigma. p value of 0.40 or more; Y. sub. 11 to Y. sub. 18 each 
independently represents a monovalent substituent; M represents a hydrogen atom, a 
metal element or its oxide, hydroxide or halide; a1 1 to a14 each independently 
represents an integer of 1 or 2 ([0207]-[0215]). 

Yamanouchi et al. teaches that the to get the water resistance and image 
fastness printed image, the ink set includes the cyan dye, wherein the cyan dye 
represented by the following formula: 
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wherein X11 to X14 each independently represents an electron-withdrawing 
group having a .sigma.p value of 0.40 or more; Y.sub.1 1 to Y.sub.18 each 
independently represents a monovalent substituent; M represents a hydrogen atom, a 
metal element or its oxide, hydroxide or halide; a1 1 to a14 each independently 
represents an integer of 1 or 2 ([0207]-[0215]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the ink set of Fujiwara et al. by the aforementioned teaching of 
Yamanouchi et al. in order to have a water resistance high quality printed image. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Manish S. Shah whose telephone number is (571) 272- 
2152. The examiner can normally be reached on 8:00am-4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen D. Meier can be reached on (571) 272-2149. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Manish S. Shah 
Primary Examiner 
Art Unit 2853 
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